REMARKS 

This amendment and response has been filed along with a request for continued 
examination pursuant to 37 C.RR. § 1.114(c). 

Claims 1-28 are pending in the present application. Claims 2-5, 7, 9, and 15 are 
canceled, Claims 1, 12, 13, 14, 18, 22 and 25 have been amended, and Claims 29-34 have 
been added, leaving Claims 1, 6, 8, 1 1-14, and 16-34 for consideration upon entry of the 
Amendment. 
Amended Claims 

Claim 1 has been amended to better define the invention by incorporating the 
limitations of Claims 2-5 and 1 5. Accordingly, Claims 2-5 and 1 5 are canceled with entry 
of the present amendment. Further support for use of Pd and P in Claim 1 is found in the 
Specification, e.g., on p. 32, lines 1-3 (Ex. 5; see also Exs. 1-8, 12-21, 23-32, and 34-39). 
Support for inclusion of "acetylacetonate" and "acetate" to identify ligands on the palladium 
can be found in Claim 25, and in the Specification at least in the Examples (e.g., acetyl 
acetonate in Example 1 on page 30, line 5; acetate in Example 8 on page 33, line 23). In 
addition. Claims 7 and 9 are herewith canceled without prejudice. 

Claims 12 and 13 have been amended to provide for the proper antecedent basis 
from Claim 1. 

Claims 14, 18, and 22 have each been amended to correct inadvertent typographical 

errors. 

Claim 25 has been amended to be consistent with the antecedent basis of amended 
Claim 1. 

No new matter has been introduced with these amendments. 
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New Claims 

New Claims 29-34 are added upon entry of the present amendment. 

Support for Claim 29 for the inclusion of the limitation "more than 50 mol% exo" is 
found in the Specification on page 59, line 20 to page 60, line 1, and in Preparative 
Examples 1 and 3-5 (page 26, lines 11-27; page 27 line 20 to page 29, line 13). 

Support for Claims 30 and 34 can be found in the Specification on page 19, lines 

14-16. 

New independent Claim 31 includes all limitations of Claims 1-5 and 15, now 
canceled. Support for use of Pd and P in Claim 31 is found in the Specification, e.g., on p. 
32, lines 1-3 (Ex. 5; see also Exs. 1-8, 12-21, 23-32, and 34-39). Support for the inclusion 
of the terms "b-diketonate" and "carboxylate" used to identify ligands can be found in the 
Specification on page 13, lines 1-2. Support for the inclusion of the limitation "more than 
50 mol% exo" is found in the Specification on page 59, line 20 to page 60, line 1, and in 
Preparative Examples 1 and 3-5 (page 26, lines 11-27; page 27 line 20 to page 29, line 13). 

New independent Claim 32 includes the limitations of Claims 1-5 and 15, fijrther 
narrowed to the limitations of Claims 25-27. Support for use of Pd and P in Claim 31 is 
found in the Specification, e.g., on p. 32, lines 1-3 (Ex. 5; see also Exs. 1-8, 12-21, 23-32, 
and 34-39). Support for the inclusion of the limitation "more than 50 mol% exo" is found 
in the Specification on page 59, line 20 to page 60, line 1, and in Preparative Examples 1 
and 3-5 (page 26, lines 1 1 -27; page 27 line 20 to page 29, line 1 3). 

Claim 33 includes a limitation to the molar ratio of catalyst system to monomers of 
1 :5,000 to 1 :20,000. Support for Claim 30 is found in the Specification on page 18, lines 
22-25. 

No new matter has been introduced by these amendments. Reconsideration and 
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allowance of the claims is respectftilly requested based upon the above amendments and the 
following remarks. 

Claim Rejections under 35 U.S.C. SI 02(b) 

Claims 1-19 and 25-28 are rejected under 35 U.S.C. § 102(b) as allegedly being 
anticipated by U.S. Patent No. 6,455,650 ("Lipian"). Applicants respectfully traverse this 
rejection. 

In making the rejection, the Examiner has stated that "Lipian (Col. 112-3, claims 1 
and 2; Col. 115-116, claims 16 and 17; Col. 40, line 19-59 disclose a method for preparing 
a cycloolefin polymer that is substantially identical to Applicants' claims 1-19)". See 
Office Action dated 09-26-2005, page 2. 

To anticipate a claim under 35 U.S.C. §102, a reference must disclose each and 
every element of the claim. Lewmar Marine Inc. v. Barient, Inc., 827 F.2d 744, 747, 3 
U.S.P.Q.2d 1766, 1768 (Fed. Cir, 1987), cert, denied, 484 U.S. 1007 (1988). 

Lipian discloses a process for polymerizing polycyclic olefin monomers using a 
Group 10 catalyst. Col 2, lines 28-30. 

Instant Claim 1 of the present invention claims a method which provides polymeric 
yields of greater than 50% when a monomer solution comprising a norbomene-based 
compound containing a polar functional group is converted in the presence of a precatalyst 
containing a Group 10 transition metal having a ligand containing oxygen ions bonded to 
the metal. 

Lipian fails to disclose the polymer yield for the polymer provided by the above 
combination of monomer and precatalyst, and further fails to disclose any expected yields 
for any combinations of norbomene monomer and catalyst outside of the Examples. 
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Lipian discloses, in Example 134, the polymerization of a norbomene ester using an ally! 
palladium complex for a polymer yield of 5%. Col. 73, lines 14-23. Lipian, however, • 
fails to disclose a yield of greater than 50% when polymerizing a norbomene-based 
compound containing a polar functional group as claimed in amended Claim 1 . Thus, 
Lipian fails to disclose or teach all elements of the claimed method. 

Lipian also fails to disclose the specifically claimed mixture of the precatalyst and 
first and second cocatalyst as claimed in instant Claim 1 . Lipian specifically discloses that 
"the catalyst of Formula L..can be prepared by admixing the catalyst precursor components 
in the desired monomer to be polymerized". Col 17, lines 1 9-22. The catalyst of 
Formula 1 has the structure [(R')zM(L')x(L")y]b[WCA]d where in pertinent part M is a 
Group 10 transition metal (e.g., Pd), and R' represents an anionic hydrocarbyl ligand. Col 
3, lines 10-17. Anionic hydrocarbyl containing ligands R' can be R"COO or 
R"C(0)CHC(0)R". Col. 3, lines 59-63. However, in Claim 1 , a catalyst mixture 
comprising the precatalyst, first, and second cocatalysts is claimed (emphasis added). 
There is no disclosure or suggestion that the catalyst mixture provided in instant claim 1 is 
in any way identical to the catalyst of Formula I in Lipian, as prepared by admixing in the 
presence of the desired monomer to be polymerized. Lipian further states that 
"[e]mbodiments of the catalyst devoid of a hydrocarbyl containing ligand can be 
synthesized by reacting a precatalyst. . .with the desired ligands and WCA salt". Col. 22, 
lines 29-32; emphasis added. In this way, Lipian fiirther emphasizes the distinction 
between the catalyst (of Formula 1) of Lipian, and the catalyst mixture as claimed in instant 
Claim 1 , wherein the catalyst mixture does not claim reacting to make a catalyst. In 
addition, it is noted that Lipian discloses a catalyst "devoid of a hydrocarbyl ligand", which 
was earlier defined in Lipian to be R"COO or R"C(0)CHC(0)R" (i.e., a carboxylate or b- 
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ketonate). One skilled in the art will readily appreciate that "devoid" in this context 
unequivocally means no longer present as a ligand of the metal center. The catalyst 
mixture of the instant claims does not claim to this requirement of an absent ligand for the 
catalyst of Formula I of Lipian, and to the contrary, explicitly claims that these ligands as 
part of the precatalyst of the catalyst mixture. Thus, the catalyst of Formula I, so described 
in Lipian, is clearly not identical to the catalyst mixture of instant claim 1 . Lipian 
therefore fails to disclose the catalyst mixture of the instant claims, and therefore fails to 
disclose all elements of the instant claims. 

In addition, Lipian fails to teach or disclose a method that includes the specific 
combination of all necessary elements of the monomer, the isomeric composition of the 
monomer, the precatalyst, and the cocatalysts in the specifically claimed combination to 
provide the yield of greater than 50% as claimed in Claim L One skilled in the art of 
catalysis will readily appreciate that the full extent of polymerization performance or non- 
performance of a catalytic system cannot readily be predicted by testing on one or even 
several specific monomers, and that a general, discontinuous disclosure of elements as 
provided by Lipian does not describe the specific catalytic system claimed in Claim 1, but 
merely provides an unconnected collection of elements, specific combinations of which 
may not exhibit catalytic properties under the conditions claimed in the instant claims. 
Applicants maintain that the catalyst system, i.e., the catalyst mixture comprising the 
precatalyst, first and second cocatalysts claimed in Claim 1, is not disclosed as a catalyst 
system by Lipian for use with the specific monomers claimed, and that this combination as 
a whole and as applied to the claimed monomers to provide a polymer in the specified yield 
is therefore not disclosed by Lipian. Thus, Lipian fails to disclose all elements of the 
instant claims, and thereby fails to anticipate the instant claims. 
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For these reasons at least, Lipian does not teach all elements of the claimed 
invention and cannot anticipate the present invention. Applicants therefore respectflilly 
request withdrawal of the rejection and allowance of the claims. 

Claim Rejections Under 35 U.S.C. § 102(bV103(a) 

Claims 20-24 have been rejected under 35 U.S.C. 102(b) as allegedly being 

anticipated by, or in the alternative under 35 U.S.C. § 103 (a) as obvious over Lipian. See 

Office Action dated 09-26-2005, page 3. 

For an obviousness rejection to be proper, the Examiner must meet the burden of 
establishing that all elements of the invention are disclosed in the prior art; that the prior art 
relied upon, coupled with knowledge generally available in the art at the time of the 
invention, must contain some suggestion or incentive that would have motivated the skilled 
artisan to modify a reference or combined references; and that the proposed modification of 
the prior art must have had a reasonable expectation of success, determined from the 
vantage point of the skilled artisan at the time the invention was make. In re Fine, 5 
U.S.P.Q.2d 1596, 1598 (Fed. Cir. 1988); In Re Wilson, 165 U.S.P.Q. 494, 496 (C.C.RA. 
\910y,Amgen v. Chugai Pharmaceuticals Co., 927 U.S.P.Q.2d, 1016, 1023 (Fed. Cir, 1996). 

Claims 20-24 depend from Claim 1 . As noted above, Lipian does not teach all 
elements of the claimed invention. Specifically, Lipian does not disclose or teach a 
catalyst mixture, nor does Lipian disclose the method in its entirety of the catalyst mixture 
as applied to the polymerization of a norbomene monomer having polar groups, all as 
claimed in instant Claim 1 . Further, Lipian fails to disclose or teach polymeric yields of 
greater than 50% when a monomer solution comprising a norbomene-based compound 
containing a polar functional group is converted in the presence of the catalyst mixture 
comprising a precatalyst containing a Group 10 transition metal having a ligand containing 
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oxygen ions bonded to the metal. Thus, Lipian fails to disclose or teach all elements of the 
instant claims, and therefore the claims are not unpatentable over Lipian. 

In addition, even if a prima facie case of obviousness were conceded, which it is not, 
it is respectfully submitted that applicant's invention is not obvious over Lipian because the 
particular combination of claimed elements results in unexpectedly beneficial properties 
(i.e., high polymer yields of greater than 50% as claimed in Claim 1, from which Claims 20- 
24 depend). An applicant can rebut a prima facie case of obviousness by presenting 
comparative test data showing that the claimed invention possesses unexpectedly improved 
properties or properties that the prior art does not have. In re Dillon, 919 F.2d 688, 692-93, 
16U.S.P.Q.2d 1987, 1901 (Fed, Cir. 1990). 

Lipian fails to disclose the polymer yield for the above combination of 
predominantly exo monomer, precatalyst, and co-catalysts. In fact, Lipian fails to disclose 
any expected yields for the disclosed combinations of norbomene monomer and catalyst 
outside of the specific Examples provided in Lipian. Lipian discloses, in Example 134, the 
polymerization of a norbomene ester using an allyl palladium complex for a polymer yield 
of 5%. Col. 73, lines 14-23. Allyl palladium complexes are not claimed in amended 
Claim 1 . In addition, Lipian discloses in Examples 286-288 and 297 the use of a non- 
identical combination of precatalyst and cocatalysts (where the second cocatalyst used in 
Lipian is lithium tetrakis(pentafluorophenyl)borate, which along with other group I or II 
metal borate salts is not claimed in the instant claims) to polymerize nonpolar or nonester 
norbomene monomers (i.e., butyl norbomene in Examples 286-288, and hexylnorbomene 
and triethoxysilylnorbomene in Example 297) instead of the norbomene monomers having 
polar functional groups claimed in the instant claims. Col. 108, line 45 to col. 109, line 6; 
Col. 110, lines 30-42. Lipian therefore fails to disclose, teach, or demonstrate the use of 
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the specific precatalysts and cocatalysts as claimed in instant Claim 1 to provide a yield of 
greater than 50% when polymerizing a norbomene-based compound containing a polar 
functional group. 

Lipian thus fails to disclose or teach a method including all the elements explicitly 
taught in the instant claims of the monomer, the precatalyst, and the cocatalysts in the 
specific, useful combination disclosed for providing the yield of greater than 50% as 
claimed in the instant claims. 

In addition, courts have recognized that a generalized finding of obviousness is 
inappropriate in unpredictable fields such as catalysis. The mere fact that a known 
compound is a catalyst does not render obvious later discovered catalytic activity of a 
distinctly different compound notwithstanding close structural similarity: "catalytic action 
[ ] cannot be forecast by chemical composition, for such action is not understood and is not 
known except by actual test." Corona Cord Tire Co. v. Dovan Chemical Corp,, 276 U.S. 
358,369(1928). 

This holding continues to be recognized and amplified. 

The conclusion that [applicants'] invention would have been nonobvious to 
one having ordinary skill in the art on the basis of the cited art is [ ] 
buttressed by the fact that the claimed invention is a catalytic process. The 
unpredictability of catalytic phenomena has been recognized. . . [A] 
successfiilly catalyzed process depends not only on the particular catalyst 
that may be employed but also on the environment within which the 
catalysis is accomplished. . . The adequacy of any showing of equivalency 
must be scrutinized especially carefiiUy where it is alleged to have been 
obvious to substitute one starting material for another in a catalytic process. 

In re Mercier, 515 F.2d 1 161, 185 U.S.P.Q. 774, 779-80 (C.C.P.A. 1975). Because 
structural and/or compositional similarity is such a poor indicator of performance in the 
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field of catalysis, Applicants respectfully submit that the Examiner has failed to make out a 
prima facie case of obviousness. Therefore, for at least the above reasons, Applicants 
respectfully request that the rejection be reconsidered and withdrawn. 

It is believed that the foregoing amendments and remarks fully comply with the 
Office Action and that the claims herein should now be allowable to Applicants. 
Accordingly, reconsideration and withdrawal of the rejections and allowance of the case are 
respectfully requested. 

If there are any additional charges with respect to this Amendment or otherwise, 
please charge them to Deposit Account No. 06- 11 30. 

Respectfully submitted, 
CANTOR COLBURN LLP 
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